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DETAILED ACTION 



1 . Claims 1 -23 are presented for examination. 



Objections 

2. Claims 1-21 are objected to because of the following informalities or grammar errors: As 
per claims 1 (line 4), 3 (lines 2-3), 5 (lines 2-3), 10 (line 4), 13 (lines 2 and 3), 15 (line 5), 17 
(lines 3-4), 18 (line 5) and. 21 (lines 3 and 4), "the selected instant message client" should be "at 
least the selected one of a plurality of potential instant message clients". 

3. Claims 15-21 are objected to because according to MPEP 608.01, antecedent basis for the 
terms appearing in the claims, while an applicant is not limited to the nomenclature used in the 
application as filed, he or she should make appropriate amendment of the specification whenever 
this nomenclature is departed from by amendment of the claims so as to have clear support or 
antecedent basis in the specification for the new terms appearing in the claims. Applicant will be 
required to make appropriate amendment to the description to provide clear support or 
antecedent basis for the terms appearing in the claims provided no new matter is introduced . The 
term "machine-accessible media" is lacking clear support or antecedent basis in the description 
of the specification. 
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Claim Rejections - 35 USC 112 

4. Claims 15-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

a. Claim language in the following claims is not clearly understood: 

i. As per claim 15, line 2, it is unclear if "data" refers to "data" in line 1 [if 
they are the same, then terms such as "the" or "said" should be used; if they not 
the same, then terms such as "associated instructions" may be used if it is 
supported by the specification). 

ii. As per claim 15, line 3, it is unclear if "the data" refers to "data" in line 2 
or "data" in line 1 (does "the data" in line 3 meant the instructions!). 

iii. As per claim 1 8, line 2, it is unclear if "data" refers to "data" in line 1 [if 
they are the same, then terms such as "the" or "said" should be used). 

iv. As per claim 18, line 3, it is unclear if "the data" refers to "data" in line 2 
or "data" in line 1. 

Claim Rejections - 35 USC 101 



5. Claims 15-21 are rejected under 35 U.S.C. 101 because "An article (i.e., is it an article of 
manufacture?) comprising a machine-accessible media having associated data..." does not 
provide functional description language, it is considered as Non-Functional Descriptive Material. 
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Non-functional descriptive material per se is not statutory. Even when non-functional 
descriptive material is stored to be read or outputted by a computer without any functional 
interrelationship, they do not impart functionality to the computer (i.e., they are not computer 
components). 

Claim Rejections - 35 USC 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

5. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIP A) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 



6. 6. Claim 22 is rejected under 35 U.S.C. 102(e) as being anticipated by Greene, U.S. 
Patent 6,668,173 (hereinafter Greene). 
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7. As per claim 22, Greene teaches the invention substantially as claimed comprising: an 
instant messaging server (col. 3, lines 12-15); 

a first instant messaging client communicatively coupled with the instant messaging server (col. 
3, lines 9-12), wherein the first instant messaging client is configured to provide a first location 
for the first instant messaging client to the instant messaging server (col. 4, lines 29-39) (one of 
the plurality of wireless device 13 transmitting position data to the IM server); a second instant 
messaging client communicatively coupled with the first instant messaging client and the instant 
messaging server (col. 3, lines 9-12), wherein the second instant messaging client is configured 
to provide a second location for the second instant messaging client to the instant messaging 
server (col. 4, lines 29-39) (another one of the plurality of wireless device 13 transmitting 
position data to the IM server). 



Claim Rejections - 35 USC 103 



8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



9. Claims 1, 3-7, 10, 13-15, 17-18 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yu et al, U.S. Patent 7,058,036 (hereinafter Yu) in view of Greene. 
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10. As per claims 1 and 15, Yu teaches the invention substantially as claimed for distributing 
data to at least a selected one of a plurality of potential instant message clients (abstract), 
comprising: transmitting an identifier of a first client to an instant messaging server (col. 2, lines 
25-36) (client providing instant message ID comprising the terminal's IP address to the IM 
server) coordinating communication with at least the selected instant message client (col. 2, lines 
42-56). 

11. Yu does not teach determining and transmitting client location to the instant message 
server. Greene teaches a similar invention comprising: determining a first location for the first 
client (col. 2, lines 9-10; col. 3, lines 48-50) (GPS receiver receives signals and determines the 
position of the wireless device 13); and transmitting the first location for the first client to the 
instant messaging server (col. 2, lines 25-26; col. 4, lines 13-14)(wireless device 13 send position 
data to the IM server 19). 

12. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene because Greene's teaching of 
determining and transmitting client location would increase the efficiency of Yu's system by 
providing status and location information of users instantaneously and automatically without the 
user having to provide updates of his current status or location. 

13. As per claims 3 and 17, Yu and Greene teach the invention substantially as claimed in 
claims 1 and 15 above. Greene further teach receiving from the instant messaging server a 
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second location for the selected instant messaging client (col. 4, lines 13-20) (other devices 11, 
13 receiving position change data for the wireless device 13). 

14. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene for the same reason set forth in 
claim 1 above. 

15. As per claim 4, Yu and Greene teach the invention substantially as claimed in claim 3 
above. Greene further teach selecting an application program for execution based at least in part 
on the second location col. 4, lines 13-20; col. 2, lines 25-29) (selecting position-to-location tag 
translation application based on position change data). 

16. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene for the same reason set forth in 
claim 1 above. 

17. As per claim 5, Yu and Greene teach the invention substantially as claimed in claim 3 
above. Greene further teach comprising: displaying an initial icon indicating an initial status of 
the selected instant messaging client (col. 1, lines 23-27); and displaying a revised icon 
corresponding to the second location (col. 1, lines 28-32). 
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1 8. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene for the same reason set forth in 
claim 1 above. 

19. As per claim 6, Yu and Greene teach the invention substantially as claimed in claim 5 
above. Greene further teach wherein the initial icon is a selected one of: an offline 
indicator, an online indicator, and an emoticon (col. 1, lines 26-27). 

20. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene for the same reason set forth in 
claim 1 above. 

21 . As per claim 7, Yu and Greene teach the invention substantially as claimed in claim 5 
above. Greene further wherein the revised icon is a selected one of: a country identifier, a state 
identifier, a government seal, a flag, a building identifier, and a user identifier (col. 4, line 47-col. 
5, line 14). 

22. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene for the same reason set forth in 
claim 1 above. 
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23. As per claims 10 and 18, Yu teaches the invention substantially as claimed for 
distributing data to at least a selected one of a plurality of potential instant message clients 
(abstract), comprising: receiving an identifier of a first client by an instant messaging server (col. 
2, lines 25-36)(IM server receiving instant message ID comprising the terminal's IP address from 
the client) coordinating communication with at least the selected instant message client (col. 2, 
lines 42-56). 

24. Yu does not teach receiving client location. Greene teaches a similar invention 
comprising: receiving a first location for the first client (col. 2, lines 25-26; col. 4, lines 13- 
14)(wireless device 13 send position data to the IM server 19). 

25. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene because Greene's teaching of 
receiving client location would increase the efficiency of Yu's system by allowing status and 
location information of users to be instantaneously and automatically received without the user 
having to provide updates of his current status or location. 

26. As per claims 13 and 21, Yu and Greene teach the invention substantially as claimed in 
claims 10 and 18 above. Greene further receiving from the selected instant message client a 
second location for the selected instant messaging client (col. 1, lines 28-32; col. 4, lines 13-20). 
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27. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene for the same reason set forth in 
claim 10 above. 

28. As per claim 14, Yu and Greene teach the invention substantially as claimed in claim 13 
above. Greene further transmitting the second location to the first client (col. 4, lines 13-20). 

29. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu and Greene for the same reason set forth in 
claim 10 above. 

30. Claims 2, 11-12, 16 and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yu and Greene in view of O'Neil, U.S. Patent Application Publication 2002/0107027 
(hereinafter O'Neil). 

31. As per claims 2 and 1 6, Yu and Greene teach the invention substantially as claimed in 
claims 1 and 15 above. Yu and Greene do not teach receiving advertisement responsive to 
location. O'Neil teaches receiving an advertisement from a server responsive to transmitting the 
first location ([0004], [0027]-[0029]). 

32. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu, Greene and O'Neil because O'Neil's 
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teaching of receiving advertisement responsive to location would increase the functionality of 
Yu's and Greene's systems by providing targeted content such as advertisement to users based 
on location information such as timing information, consumer demographics, specific consumer 
instructions or any other information that will increase the likelihood of a successful match 
([0028]). 



33. As per claims 1 1 and 19, Yu and Greene teach the invention substantially as claimed in 
claims 10 and 1 8 above. Yu and Greene do not teach transmitting advertisement responsive to 
location. O'Neil teaches transmitting an advertisement to the first client responsive to receiving 
the first location ([0027]-[0029]). 



34. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu, Greene and O'Neil because O 'Neil's 
teaching of transmitting advertisement responsive to location would increase the functionality of 
Yu's and Greene's systems by providing targeted content such as advertisement to users based 
on location information such as timing information, consumer demographics, specific consumer 
instructions or any other information that will increase the likelihood of a successful match 
([0028]). 

35. As per claims 12 and 20, Yu and Greene teach the invention substantially as claimed in 
claims 10 and 1 8 above. Yu and Greene do not teach transmitting advertisement responsive to 
location. O'Neil teaches comprising: transmitting the first location to an advertisement server 
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([0027], [0041]); receiving an advertisement from the advertisement server, the advertisement 
determined based at least in part on the first location ([0028], [0043], [0048]); and transmitting 
the advertisement to the first client ([0029]). 

36. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu, Greene and O'Neil because O'Neil's 
teaching of transmitting advertisement responsive to location would increase the functionality of 
Yu's and Greene's systems by providing targeted content such as advertisement to users based 
on location information such as timing information, consumer demographics, specific consumer 
instructions or any other information that will increase the likelihood of a successful match 
([0028]). 

37. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yu and 
Greene in view of Mayer, U.S. Patent Application Publication 2004/0122810 (hereinafter 
Mayer). 



38. As per claim 8, Yu and Greene teach the invention substantially as claimed in claim 3 
above. Yu and Greene do not teach a map identifying the relative position of the locations. 
Mayer teaches a proximity map including a marker identifying the relative position of the second 
location to the first location when the second location is proximate to the first location ([0073]). 
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39. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Yu, Greene and Mayer because Mayer's 
teaching of a proximity map would increase the user alertness in Yu's and Greene's systems by 
providing a geographical information such as a map in order to let a user know more exactly the 
locations of other users. 

40. As per claim 9, Yu, Greene and Mayer teach the invention substantially as claimed in 
claim 8 above. Greene further wherein the marker is a selected one of: a country identifier, a 
state identifier, a government seal, a flag, a building identifier, and a user identifier (col. 4, line 
47-col. 5, line 14). 

41 . Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Greene in view of 
Tsou et al, U.S. Patent Application Publication 2002/0184089 (hereinafter Tsou) and further in 
view of O'Neil. 

42. As per claim 23, Greene teaches the invention as claimed in claim 22 above. Greene 
does not teach an advertisement server. Tsou teaches an advertisement server communicatively 
coupled with at least the instant messaging server (fig. 3). 

43. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Greene and Tsou because Tsou teaching of an 
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advertisement server would enhance Greene's instant messaging system by allowing advertising 
and network marketing of business to instant messaging users. 

44. Greene and Tsou do not teach receiving advertisement responsive to location. O'Neil 
teaches wherein the advertisement server is configured to provide an advertisement determined 
based at least in part on client locations provided to the advertisement server by a server ([0004], 
[0027]-[0029]). 

45. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Greene, Tsou and O'Neil because O'Neil's 
teaching of receiving advertisement responsive to location would increase the functionality of 
Greene's and Tsou's systems by providing targeted content such as advertisement to users based 
on location information such as timing information, consumer demographics, specific consumer 
instructions or any other information that will increase the likelihood of a successful match 
([0028]). 

CONCLUSION 

46. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

De Vries, US 6,968,179; Coskun et al, US 2006/0142030; Briggs et al, US 7,080,139; 
Deshpande, US 2003/0046273; Knauerhase et al, US 2004/0203746. 
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47. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. Any inquiry concerning this communication or 
earlier communications from the examiner should be directed to Philip C Lee whose telephone 
number is (571)272-3967. The examiner can normally be reached on 8 AM TO 5:30 PM 
Monday to Thursday and every other Friday. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272- 
3913. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions 
on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 



P.L. 




